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Applicant(s) 

CUTHBERTSON, SCOT 


Examiner 

Hoang-Vu A. Nguyen-Ba 


Art Unit 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£<] Responsive to communication(s) filed on 22 October 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D 'Claim(s) is/are allowed. 

6) I3 Claim(s) 1-13 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) £3 The specification is objected to by the Examiner. 

10)EED The drawing(s) filed on 15 March 2004 is/are: a)[3 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fprm PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)G2 All b)D Some * c)D None of: 

1.13 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 10/22/03 . 6) □ Other: . 
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DETAILED ACTION 

1. This action is responsive to the application filed October 22, 2003. 

2. Claims 1-13 have been examined. Claim 1 is an independent claim. 



Priority 

3. The priority date considered for this application is October 24, 2002, which is 
the filing date of the United Kingdom Application No. 0224705.4. A certified copy 
of the priority application has been received and placed in the application file. 

Oath/Declaration 

4. The Office acknowledges receipt of a properly signed oath/declaration filed 
March 15, 2004. 

Information Disclosure Statement 

5. The Office acknowledges receipt of the Information Disclosure 
Statement filed October 22, 2003. It has been placed in the application file and the 
information referred to therein has been considered. 

Drawings 

6. The drawings filed March 15, 2004 are accepted by the examiner. 

Specification 

7. The specification is objected to because of the following minor informalities: 

a. The tide of the invention is not descriptive. A new title is required that 
is clearly indicative of the invention to which the claims are directed (e.g., 
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digital television tuner with digital to analog converter of broadcast digital 
signals embedded in a SCART connector). 

b. at page 3, line 7, "peritell" should be - Peritel - 

c. at page 5, line 16, "resisters" should be - resistors - 

d. at page 7, line 8, "provides" should be - provided - 

Claim Objection 

8. Claim 12 is objected to because of the following informalities: 

Claim 12 recites the limitation "a remote control signal input connector." It is 
unclear why a connector is needed for a remote controller receiver mounted on the 
enclosure since the remote controller receiver is an IR type of device, i.e., a wireless 
device. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of the 35 U.S.C. § 103(a) which form the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the rime the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not negatived by 
the manner in which the invention was made. 

10. Claims 1-9 and 11-13 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over EP 1 176 821 Al by Victor Fielding ("Fielding") in view of Korean 
Application Publication No. 10-2001-0016381 by Hwan-Su Park ("Park). 



Claim 1 
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Fielding discloses at least a digital television converter (see at least FIG. 1) for a 
television apparatus which is incapable of reception of digital television broadcasts, said converter 
comprising: 

a connector for mating with a mating connector on said television apparatus so as to 
make electrical contact therewith and be supported thereby (see at least FIG. 1, items 10, 
12), and 

a connector rear housing which cooperates with said connector to form an enclosure 
containing and mechanically supporting said tuner (see at least FIG. 1, items 4, 6). 
Fielding does not specifically disclose a tuner for selecting and demodulating a digital 
television channel and for supplying to said connector signals in a form suitable for use by said 
apparatus. However, Park teaches a multifunction integration type motherboard for a 
set-top box (see at least section Purpose), which comprises a digital tuner that allows a 
user to watch digital broadcasting on an analog television (see at least section 
Constitution). 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to modify Fielding, as suggested in [0030], to accept the 
circuit board of Park, as this would allow a user with an analog television to watch 
digital broadcasting without having to purchasing a new digital television, a new STB 
and all necessary connectors and wiring for the new setup. 



Claim 2 

The rejection of base claim 1 is incorporated. 
connector is a SCART connector (see at least FIG. 1). 



Fielding further discloses said 
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Claim 3 

The rejection of base claim 1 is incorporated. The combination Fielding-Park 
further discloses said tuner has an input, said connector comprising an aerial input connector 
fixed to said housing and electrically connected to said input of said tuner (see at least Park, FIG. 
3, item 90). 

Claim 4 

The rejection of base claim 1 is incorporated. The combination Fielding-Park 
further discloses a converter as claimed in claim 1, comprising a printed circuit board, 
said tuner being mounted on said printed circuit board which is electrically connected to said 
connector and which is mechanically connected to said connector so as to be supported thereby (see at 
least Park, FIG. 3, Digital Tuner 90 being mounted on the circuit board). 

Claim 5 

The rejections of base claim 1 and intervening claim 4 are incorporated. The 
combination Fielding-Park further discloses said connector comprises a plurality of terminals 
with rear portions connected to said circuit board (see at least Fielding, Fig. 1, items 6, 4). 

Claim 6 

The rejections of base claim 1 and intervening claims 4, 5 are incorporated. 
The combination Fielding-Park further discloses said circuit board extends below said rear 
portions (see at least Fielding's circuit board which can be installed on top of Park's 
circuit board and all the connections are made through Park's South Bridge 25). 
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Claim 7 

The rejections of base claim 1 and intervening claims 4, 5 are incorporated. 
The combination Fielding-Park further discloses said rear portions extend rearwardly and 
then downwardly so as to connect to said circuit board (see at least Fielding, Fig. 1, items 4, 6). 

Claim 8 

The rejections of base claim 1 and intervening claim 4 are incorporated. The 
combination Fielding-Park further discloses said connector comprises a body to which said 
circuit board is mechanically fixed (see at least Fielding, FIG. 1). 

Claim 9 

The rejection of base claim 1 is incorporated. The combination Fielding-Park 
does not specifically disclose a further connector mounted on said enclosure formating with a 
further mating cable-end connector. 

However, since Park teachings of circuit design are based on a modular 
approach (e.g., different modules installed on the same printed circuit board), it 
would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to incorporate an infrared remote controller receiver module 
into the circuit board of Park, this IR remote receiver being connected to the digital 
tuner through the available bus on the printed circuit board, as this would enable a 
user to be able to control remotely the functions of the tuner, thereby making the 
combined device more autonomous without the use of additional discrete 
components. 
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Claim 11 

The rejection of base claim 1 is incorporated. The combination Fielding-Park 
does not specifically disclose said tuner includes a controller for controlling said converter in 
response to remote control signals. 

However, since Park teachings of circuit design are based on a modular 
approach (e.g., different modules installed on the same printed circuit board), it 
would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to incorporate an infrared remote controller receiver module 
into the circuit board of Park, this IR remote receiver being connected to the digital 
tuner through the available bus on the printed circuit board, as this would enable a 
user to be able to control remotely the functions of the tuner, thereby making the 
combined device more autonomous without the use of additional discrete 
components. 

Claim 12 

The rejections of base claim 1 and intervening claim 11 are incorporated. The 
combination Fielding-Park does not specifically disclose a remote control signal input 
connector mounted on said enclosure. 

However, as discussed in Claim 11, it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to provide a remote 
control signal input receiver mounted on the combined circuit of Fileding-Park 
because this would enable a user to be able to control remotely the functions of the 
tuner, thereby making the combined device more autonomous without the use of 
additional discrete components. 
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Claim 13 

The rejection of base claim 1 is incorporated. The combination Fielding-Park 
further discloses a power supply input connector mounted on said enclosure for connection to a 
remote power supply (see at least Park, FIG. 3, item 25). 

11. Claims 10 is rejected under 35 U.S.C. § 103(a) as being unpatentable over EP 1 
176 821 Al by Victor Fielding ("Fielding") in view of Korean Application Publication 
No. 10-2001-0016381 by Hwan-Su Park ("Park), and further in view of EP 1 045 584 
A2 by Mark Smith ("Smith"). 

Claim 10 

The rejections of base claim 1 and intervening claim 9 are incorporated. The 
combination Fileding-Park does not specifically disclose a changeover switching 
arrangement for selectively connecting said connector to one of said tuner and said further connector 

However, Smith teaches a power loopthrough arrangement that allows 
video/audio signals to be transferred from the VCR to the television via the satellite 
receiver even when the satellite receiver is off for the purpose of allowing cost 
savings in electricity. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use the loopthrough arrangement in the 
combination Fileding-Park, as this would allow cost savings in electricity and in 
hardware. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. 
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13. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba whose telephone 
number is (571) 272-3701. The examiner can normally be reached on Tuesday-Friday 
from 7:00 am to 5:30 pm. 

If attempts to reach the examiner are unsuccessful, the examiner's 
supervisor, John Miller can be reached at (571) 272-7353. 

The fax phone number for the organization where this application or 
proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the TC 2600 Group receptionist (571) 272-2600. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov . 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 



ANTONY NGUYEN-BA 
PRIMARY EXAMINER 

TECHNOLOGY CENTER 2100 



August 11,2007 



